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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of claims 1, 2 and 4 through 15. Claim3, the only
ot her claimpending in the application, has been indicated to
contain all owabl e subject matter, but is objected to as

depending froma non-allowed claim

We affirm and add new grounds of rejection under



37 CFR § 1.196(b).
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THE | NVENTI ON

The appellant's invention relates to an apparatus into
whi ch particulate material may be charged for further
processi ng, conveying, handling or storage, commonly referred
to as bag dunp stations (specification, p. 1). A copy of the
cl ai ms under appeal is set forth in the appendix to the
appellant's brief. Claim1, the sole independent claimon

appeal, reads as foll ows:

1. An apparatus into which particulate material my be
charged for further handling, conprising:
a housing having a support wall including a primary inlet

t hrough which said particulate material may be charged,
produci ng portions of settling and airborne particles of said
material within and outside said housing, and at |east one
secondary inlet, and an outlet through which said particul ate
mat eri al may be di scharged,;

a filter unit having an inlet communicating with an
interior of said housing; and

means for producing an airflow through said primry and
secondary inlets, said housing and said filter unit whereby
ambient air will be caused to flow from outside the housing
directly into said primary and secondary inlets, leading to
the interior of said housing and said filter unit, entraining
ai rborne particles disposed within and outside said housing
which further are caused to be filtered out by said filter
unit to be discharged through said housing outlet.
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THE PRI OR ART

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Ruenel i n 1,743,934 Jan. 14, 1930
Heyl 4,889, 452 Dec. 26, 1989
O dhamet al. (O dham 5,097,750 Mar. 24, 1992
Gueyrard FR 2 275 384 Jan. 16, 1976}

(publ i shed French patent application)

THE REJECTI ONS

Claims 1, 2 and 4 through 15 stand rejected under 35
U.S.C. §8 103 as being unpatentable over Heyl taken together

wi th Ruenelin.

Claims 1, 2 and 4 through 15 stand rejected under 35
U.S.C. 8 103 as being unpatentable over O dham taken together

wi th Ruenelin.

Y'In determining the teachings of Gueyrard, we will rely on the translation
provi ded by the PTO. A copy of the translation is attached hereto for
appel l ant' s conveni ence.
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Claims 1, 2 and 4 through 15 stand rejected under 35
U.S.C. §8 103 as being unpatentable over Gueyrard taken

toget her with Ruenelin.

Rat her than reiterate the conflicting viewpoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rej ections, we make reference to the answer (Paper No. 12,
mai | ed March 17, 1999) for the exam ner's conplete reasoning
in support of the rejections, and to the brief (Paper No. 11,
filed January 21, 1999) and reply brief (Paper No. 13, filed

April 15, 1999) for the appellant's argunments thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
claims, to the applied prior art references, and to the
respective positions articul ated by the appellant and the
exam ner. As a consequence of our review we nmake the

det erm nati ons which foll ow

--The 35 U.S.C. 8 103 rejection over Heyl and Ruenelin--
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We shall sustain this rejection.

Heyl di scloses an "apparatus for receiving particul ate
matter from a container by which the matter was transported
and filtering fromthe anbient atnosphere dust particles
produced by transfer of the particulate matter to the
recei ving apparatus” (colum 1, lines 20-24). Heyl's bag dunp
station (110), seen in Figures 8 and 9, conprises a hopper
(112) for receiving particulate material transferred thereto
(colum 6, lines 57-59), a filter nechanism (118), a
centrifugal blower (120) establishing an airflow as shown by
the arrow (210) in Figure 9 and a grate (124) covering the
face of the hopper. As a result of the airflow or pneumatic
path (210), the larger and heavier particles will drop
directly into the hopper (112), and the remaining particles
will be dispersed over filter elenents (130) (colum 7, lines

51- 55) .

The exam ner states that "Heyl is silent as to at |east

one secondary inlet" (answer, page 4) and then argues, in
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effect, that it would have been obvious to one of ordinary
skill in the art at the tinme of the invention to substitute
structure from Ruenelin's apparatus in Heyl so as to result in
an apparatus as claimed by appellant's claim1l (answer, page
5). Appellant argues that the conbi nati on of Heyl and
Ruenelin does not neet the |anguage of claim1l that "...
anbient air will be caused to flow from outside the housing
directly into said primary and secondary inlets..." (brief,
page 13). We do not agree with the exanmi ner or with the

appel | ant.

Based on our analysis and review of Heyl and claim1, it
is our opinion that there is no difference between the

l[imtations of claim1l on appeal and the teaching of Heyl.?

The exam ner's conclusion that the conbination of Heyl
and Ruenelin is obvious is, in our view, based soley on

hi ndsi ght.® Nothing in Heyl or Ruemelin teaches or suggests

2 After the scope and content of the prior art are deternined, the differences
between the prior art and the clains at issue are to be ascertained. G aham
v. John Deere Co., 383 U.S. 1, 17-18, 148 USPQ 459, 467 (1966).

® Cbvi ousness may not be established using hindsight or in view of the
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nodi fyi ng Heyl in the manner suggested by the exam ner.

Ruenelin's apparatus is for dust separation froma current of

air (page 1, line 4) into an inlet (13) (Fig. 1). 1In
contrast, Heyl's bag dump station (110) has a hopper (112) for

receiving particulate material froma container (colum 1,

i nes 19-20) which, as is apparent fromFig. 9, is open to
anbient air. The exam ner's reason for nodifying Heyl "so
that smaller airborne particles of the apparatus of Heyl are
di scharged through at | east one secondary inlet while |arger
particles are discharged through a primary inlet" (answer,
page 5) woul d appear to provide no benefit over the structure
taught by Heyl. It is our opinion that the exam ner's
rejection relies on inperm ssible hindsight and it would not
have been obvious to use Ruenelin's teaching of structure for
directing a current of dust-laden air in Heyl which receives

particul ate material from a contai ner.

However, we al so disagree with the appellant's argunment

t eachi ngs or suggestions of the inventor. See Para-Ordnance Mg. v. SGS

| nporters Int'l, 73 F.3d 1085, 1087, 37 USPQ 2d 1237, 1239 (Fed. Cir. 1995)
(citing W L. Gore & Assocs., Inc. v. Garlock, Inc., 721 F.2d 1540, 1551,
1553, 220 USPQ 303, 311, 312-13 (Fed. Cir. 1983), cert. denied, 469 U S. 851
(1984)).




Appeal No. 1999-1899 Page 9
Application No. 08/932, 090

that the limtations of claim1l are not taught by the applied
prior art. Heyl teaches all of the limtations of appellant's
claim1l and, with regard to the clainmed primry and secondary
inlets, it is our determ nation that one of ordinary skill in
the art would understand that Heyl's grate (124) (Fig. 8 and
colum 7, line 45) consists of a plurality of openings/inlets
wherein the openings/inlets |located in the center area of the
grate can be considered to be a primary inlet in that they
woul d likely pass nore particulate material than the
openings/inlets at the periphery of the grate, which

peri pheral openings/inlets can be considered to constitute a
secondary inlet. As to the appellant's argunment that the
conbi nati on (of Heyl and Ruenelin) does not neet the claim

| anguage that "... anmbient air will be caused to flow from
outside the housing directly into said primry and secondary
inlets..." (brief, page 13), we note that the arrow (210), in
Figure 9 of Heyl, illustrates the path of anbient air from
outside the apparatus through the plurality of openings in the
grate (124) (i.e., the primary and secondary inlets) into the

housing, thus this claimed |imtation is satisfied by Heyl.
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As noted above, Heyl does teach all the limtations of
claim1l. A disclosure that anticipates under 35 U S.C. § 102
al so renders the clai munpatentable under 35 U.S.C. §8 103, for

"anticipation is the epitome of obviousness.”™ Jones v. Hardy,

727 F.2d 1524, 1529, 220 USPQ 1021, 1025 (Fed. Cir. 1984).

See also In re Fracal ossi, 681 F.2d 792, 794, 215 USPQ 569,

571 (CCPA 1982); In re Pearson, 494 F.2d 1399, 1402, 181 USPQ

641, 644 (CCPA 1974). Thus, we affirmthe exam ner's
rejection of appealed claim1l under 35 U.S.C. 8§ 103 as being
unpat ent abl e over Heyl taken together with Ruenelin. However,
for reasons explained infra, we have denom nated our

affirmance a new ground of rejection under 37 CFR § 1.196(b).

In accordance with 37 CFR 8 1.192(c)(7), we have sel ected
claim1l as the representative claimfromthe appellant's
grouping (brief, page 10) of clainms 1, 2 and 4 through 15 and
deci de the appeal on this rejection on the basis of this claim
al one. Accordingly, we also sustain the exam ner's rejection
of claims 2 and 4 through 15 under 35 U S.C. 8§ 103 based on

Heyl and Ruenelin, since these claims fall with claim 1.
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--The 35 U.S.C. 8 103 rejection over O dham and Ruenelin--

We shall not sustain this rejection.

The exam ner states that O dhamis "silent as to an
outl et through which particulate material may be di scharged
and at | east one secondary inlet" (answer, page 5). In the
exam ner's opinion it would have been obvious to one of
ordinary skill in the art at the tine of the invention to, in
effect, substitute inlet structure from Ruenelin's apparatus
into Odhamto yield an apparatus as clai med by appellant's

claim1l (answer, page 6).

In rejecting clains under 35 U S.C. " 103, the exam ner

bears the initial burden of presenting a prina facie case of

obvi ousness. See In re Rijckaert, 9 F.3d 1531, 1532, 28

USP@2d 1955, 1956 (Fed. Cir. 1993). A prima facie case of

obvi ousness is established when the teachings of the prior art
itself would appear to have suggested the clai med subject

matter to one of ordinary skill in the art. See In re Bell,

991 F.2d 781, 783, 26 USPQ2d 1529, 1531 (Fed. Cir. 1993). |If
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the examner fails to establish a prima facie case, the

rejection is inproper and wl|

be overturned. See In re Fine, 837 F.2d 1071, 1076, 5 USPQd

1596, 1600 (Fed. Cir. 1988).

O dham s portabl e disposal system for solid and aeroso
waste (colum 1, lines 6-9) is open to anbient air (Figs 1 and
2) and operates such that the filter (26) renpves aeroso
contam nants and the bag (32) receives solid waste (colum 2,
lines 33-42). W do not find any teaching or suggestion in
ei ther O dham or Ruenelin to support the exam ner's reasoning
for nodi fying O dham "so that airflow in the apparatus of
O dham flows from a point outside the housing of O dham
directly through the primary and at | east one secondary inlet
of O dhaminto the interior of the housing, and so that
smal | er airborne particles of the apparatus of O dham are
di scharged through at | east one secondary inlet while |arger
particles are discharged through a primary inlet" (answer,
page 6). Hence, it is our opinion that the examner's

rejection is based on hindsight reconstructi on of the subject
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matter of the appellant's claim1, and for this reason we do
not sustain the examner's rejection of appealed claim1, or
of clainms 2 and 4 through 15 which depend fromclaim1, under
35 U.S.C. 8 103 as being unpatentable over O dham taken

toget her with Ruenelin.

--The 35 U.S.C. 8 103 rejection over Gueyrard and Ruenelin--

We shall sustain this rejection.

Gueyrard di scl oses an apparatus for receiving poured
product which may be granul ar, pulverized, or dust, and
i ncludi ng an autonmatic dust separator (page 1). Gueyrard
di scl oses (Fig. 1) a charging opening in a housing with a
safety grid (3), a suction fan (7), filters (6), a suction
chanmber (4) and a cone (hopper) (8) for receiving the product
(page 4). It is our viewthat the larger material poured on
Gueyrard 's safety grid (3) falls into the cone while air
flows (Fig. 1) from outside the housing through the safety
grid (3) then through the filters (6) and out through the

suction fan (7) leaving particles trapped in the filters (6).
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Gueyrard's safety grid (3) (Fig. 1), like Heyl's grating
(124), teaches openings/inlets in the center which are primry
in that they would likely pass nore particulate material than
t he secondary openings/inlets nearer the periphery of the

safety grid.

The exam ner states that the "French patent [Gueyrard] is
silent as to at | east one secondary inlet" (answer, page 7)
and then argues, in effect, that it would have been obvious to
soneone of ordinary skill in the art at the tine of the
invention to substitute structure from Ruenelin's apparatus in
Gueyrard so as to result in an apparatus as clai med by
appellant's claim1l (answer, page 8). The appellant's only
argunent is that "[e]ven though the primary reference is
different, the secondary reference and the notivation for
conbining are overwhelmngly the sane" [as Heyl taken together
with Ruenelin] and "[t]his conbination does not neet the claim
| anguage stating that '... anbient air will be caused to flow
from outside the housing directly into said prinmary and
secondary inlets..."'" (brief, pages 17 and 18). W do not

agree with the exanm ner or with the appell ant.
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For the sanme reasons expl ai ned above with regard to the
exam ner's proposed conbi nati on of Heyl and Ruenelin, we do
not find any teaching or suggestion in either Gueyrard or
Ruenelin for nodifying Gueyrard's apparatus for receiving a
poured product by providing Ruenelin's apparatus for dust
separation froma current of air therein. For this reason, it
is our opinion that the nodification proposed by the exam ner
is based on inperni ssible hindsight and woul d not have been
obvious to one of ordinary skill in the art. Nevertheless,
for reasons simlar to those set forth above with regard to
Heyl, we find that Gueyrard teaches all of the limtations of
appellant's claiml1l and we will affirmthe exani ner's
rejection of claim1 on this ground. OQur affirmance of this
rejection is denonm nated a new ground of rejection under 37

CFR 8 1.196(b) for reasons explained infra.

I n accordance with 37 CFR 8 1.192(c)(7) (1995), we have
selected claim 1l as the representative claimfromthe
appellant's grouping (brief, page 10) of clains 1, 2 and 4

t hrough 15 and deci de the appeal on this rejection on the
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basis of this claimalone. Accordingly, we sustain the

exam ner's rejection of clains 2 and 4 through 15 under 35

US. C. 8 103 as well as claim1.

NEW GROUNDS OF REJECTI ON

Under the authority of 37 CFR 8 1.196(b), this panel of

t he Board introduces the follow ng new grounds of rejection.

Claim3 is rejected under 35 U . S.C. 8§ 102(b) as being
antici pated by Heyl or Gueyrard. For the reasons noted above,
Heyl and Gueyrard both teach all of the Iimtations of claim
1, and the further recitation in claim3, which depends from
claim1l, of "a plurality of secondary inlets disposed about a
peri phery of said primary inlet", is satisfied by the
secondary openings/inlets at the periphery of Heyl's grate
(124) and by the openings/inlets at the periphery of
Gueyrard's safety grid (3) which surround the central prinmary

inlet portion.

| nasmuch as the basic thrust of our affirmance of the

35 U S.C. " 103 rejections of claim1 (the 35 U S.C. § 103
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rej ection over Heyl taken together with Ruenelin and the 35

U S.C. 8 103 rejection over Gueyrard taken together with
Ruenelin) differs fromthe rational e advanced by the exam ner,
we hereby designate the affirmnce of these two rejections to
be new grounds of rejection pursuant to 37 CFR * 1.196(b) to
all ow t he

appellant a fair opportunity to react thereto (see In re
Kroni g, 539 F.2d 1300, 1302-03, 190 USPQ 425, 426-27 (CCPA

1976) ).

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 1, 2 and 4 through 15 under 35 U. S.C. § 103 as being
unpat ent abl e over Heyl taken together with Ruenelin is
affirmed, with the affirmance constituting a new ground of
rejection under 37 CFR
" 1.196(b); the decision of the examner to reject clains 1, 2
and 4 through 15 under 35 U. S.C. 8 103 as bei ng unpatentabl e
over O dham taken together with Ruenelin is reversed; the
deci sion of the examner to reject clainms 1, 2 and 4 through

15 under 35 U.S.C. § 103 as bei ng unpatentable over Heyl taken
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together with Gueyrard is affirned, with the affirmance
constituting a new ground of rejection under 37 CFR *
1.196(b), and claim3 is rejected under 35 U.S.C. § 102(b),
the rejection being a new ground of rejection under 37 CFR *

1.196(b).

Thi s deci sion contains new grounds of rejection pursuant
to 37 CFR 8 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (COct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark Office 63,122 (Cct. 21, 1997)).

37 CFR § 1.196(b) provides that, "[a] new ground of rejection
shall not be considered final for purposes of judicial

revi ew. "

37 CFR § 1.196(b) also provides that the appellant,

W TH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exercise

one of the following two options with respect to the new
grounds of

rejection to avoid term nation of proceedings (8 1.197(c)) as
to the rejected clains:

(1) Submt an appropriate amendnent of the clains so
rejected or a showing of facts relating to the
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claims so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard under
8§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the sanme record. :

No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).

AFFI RMED; 37 CFR § 1.196(b)

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

BOARD OF PATENT

JEFFREY V. NASE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

Rl CHARD B. LAZARUS
Adm ni strative Patent Judge
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WASHI NTON, DC 20036-3703

Page 20



Appeal No. 1999-1899 Page 21
Application No. 08/932, 090

RL/



APPEAL NO. 1999-1899 - JUDGE LAZARUS
APPLI CATI ON NO. 08/932, 090
APJ LAZARUS
APJ NASE
APJ FRANKFORT
DECI SI ON:  AFFI RVED- | N-
PART; 1. 196( b)
Prepared By: RBL
DRAFT TYPED: 10 Jan 02

FI NAL TYPED



